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Intellectual property, despite frequently being 
intangible, is nonetheless property. Intellectual 
property assets may be assigned, licensed, bequeathed, 
or otherwise transferred just as any other property. 

In today’s global economy, intellectual property may 
have tremendous value, even constituting a business’s 
greatest assets. Certain assets, such as trademarks, 
even tend to increase in value over time through 
expanded commerce and business growth. 

Therefore, while intellectual property may 
seem relatively abstract, there is no denying the 
immeasurable value of a patented feature in the latest 
smartphones, rights to the Beatles catalog, the iconic 
logo for Mercedes-Benz®, or the secret recipe for Coca-
Cola®. 

These intellectual property assets are not only 
owned by large corporations, but also by small family 
businesses and individuals alike. Consequently, 
intellectual property issues are not limited to matters 
of business law, but often intertwine with family law, 
estate planning, and others. 

This discussion focuses on the four most prevalent 
types of intellectual property: patents, copyrights, 
trademarks, and trade secrets. While the nuances of 
each type will be addressed, each can be generalized as 
providing the asset owner with the right to exclude. 

1) Patents
The foundation of U.S. patent law derives from 

Article 1, Section 8, Clause 8 of the U.S. Constitution, 
also known as the “IP Clause.” 

A patent grants its owner the right to exclude others 
from making, using, selling, or importing the patented 
invention in or into the United States. In essence, a 
patent is a government-granted monopoly to prevent 
others from practicing the claimed invention during the 
term of the patent.

There are three primary forms of patents: utility 
patents, design patents, and plant patents. 

Utility patents protect “inventions,” which include 
machines, methods, manufactured articles, and 
compositions of matter.1 Generally, utility patents 
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protect physical devices, the way something works, or 
a way of doing something. Examples include a marine 
engine, a method for perfectly toasting a bun, or a 
pharmaceutical treatment. The enforceable term for a 
utility patent is up to 20 years from the date of filing.

In contrast, a design patent protects the 
ornamental design of an object, the stylistic choices 
rather than features dictated by function. For example, 
a uniquely-shaped belt buckle could be protected 
under a design patent for its contours, textures, choices 
of materials, and other creative aspects. However, 
functional elements, such as the prong that engages the 
leather strap, may only be protectable under a utility 
patent. 

A design patent prevents others from making, using, 
selling, or importing goods having a design that is 
“substantially similar” to the patented design. For 
newly issued design patents, the enforceable term is 15 
years from the date of granting.2

The third type of patent protects newly invented or 
discovered plants, specifically those that are asexually 
reproduced. The law explicitly excludes plants found 
in an “uncultivated state,” precluding a monopoly on 
a plant simply found in nature.3 Like a utility patent, 
plant patents have an enforceable term of up to 20 
years from the date of filing.

In exchange for the government-granted monopoly 
of a patent, an inventor must completely disclose the 
best mode for making and practicing the invention. 
Further, the inventor must provide enough detail for 
others to practice the invention when the patent expires 
or is terminated – at which time, the subject matter 
is dedicated to the public. This is the quid pro quo of 
patent ownership.

Advantages of Ownership

There are many benefits to owning patent rights. 
At a high level, a granted patent gives the owner an 
opportunity to recuperate the time, expense, and risks 
undertaken in developing the underlying asset. 

A patent also protects market share, by preventing 
others from competing in the market. Similarly, a 
patent owner may license rights for others to make, 
use, sell, and/or import patented goods, providing a 
source of revenue without making or selling the good 
themselves. 

Patents can also be integral for business strategies 
beyond directly generating revenue, such as expediting 
the time to enter new markets by acquiring or licensing 
patent rights from others. Moreover, the value and 
productivity of current assets can be increased or 
bolstered by acquiring complementary or alternative 
technologies.

Owning multiple patents can also be useful for 
mitigating the risks of competitors “designing around” 
a patented invention, a risk discussed further below. 

Along similar lines, having a portfolio of patents 
may deter others from entering a market, or from 
filing their own infringement claims against the owner. 
Specifically, competitors may be discouraged from 
filing suit against the owner of a large patent portfolio, 
fearing a substantial risk of countersuit would follow. 

Potential Pitfalls

According to the U.S. Supreme Court, a patent 
application is one of “the most difficult legal 
instruments to draw with accuracy.”4 

Adequately describing the nature of a complicated 
invention, which by definition must be new and 
nonobvious to be patentable, requires a highly-
specialized skillset. While an inventor may possess 
good technical writing capabilities, the nuances, 
best-practices, and consideration of case law involved 
in drafting a patent application typically requires the 
assistance of a registered patent attorney. Although 
an inventor is permitted to file a patent application 
pro se in the U.S., this practice is often not without 
consequence. 

A claimed invention is viewed within the context of 
the patent application as originally filed. Therefore, 
the scope of the claims and any arguments made 
during examination are limited to what was provided 
at the time of filing. In this manner, any omissions, 
oversights, or insufficiencies can severely limit or 
altogether preclude the ability to obtain a patent. 

Furthermore, protection is limited to the language 
in the “claims” section. Since infringement requires 
that another party has practiced every item listed in 
the claims, any superfluous or overly-restrictive terms 
can narrow the scope of protection. Any ambiguous 
terms can later be interpreted unfavorably. And any 
statements or changes made during the examination 
process can also narrow the scope of protection in a 
granted patent.

Essentially, the value of a patent derives from its 
ability to prevent others from practicing the invention, 
including by legally designing around what is claimed. 
Therefore, it is often a wise investment to retain the 
services of a registered patent attorney to ensure that 
the patent is expertly drafted, competently prosecuted 
with the U.S. Patent and Trademark Office, and that the 
likelihood of a competitor designing around the claims 
is well understood.



2) Copyrights
Like patent law, copyright law extends from the IP 

Clause of the U.S. Constitution. While patents protect 
new and useful inventions, copyrights cover creative 
works such as music, literature, movies, paintings and 
sculptural works, architectural works, and computer 
code, which are referred to as “works” under copyright 
law. 

A copyright protects against others copying the 
protected work to create other, “substantially similar” 
works without the author’s permission.5 As with 
patents, the law creates incentive for artists to create 
and share their works in exchange for these works 
eventually entering the public domain. Under present 
law, most copyrights extend for the life of the author 
plus 70 years.6

In general, copyrights protect the creative expression, 
rather than functional or information elements, of an 
eligible work. This concept is similar to the distinction 
between design patents and utility patents previously 
discussed. 

However, in contrast to either type of patent, formal 
examination is not required to obtain copyright 
protection. Instead, copyright rights can vest 
immediately upon the creation of the work, subject to 
limitations. In order to qualify as copyrightable subject 
matter, a work must be: 

1) fixed in a tangible medium of expression;
2) an original works of an author;7 and
3) not expressly excluded from being protected.8

Advantages of Ownership

The benefits of copyright ownership are similar to 
those of patent ownership. 

Copyrights can provide cash flow from the sale 
of protected works or licensing royalties. Likewise, 
copyrights can provide strategic advantages within 
the market. For example, copyrights may be acquired 
to complement current holdings, such as to bolster 
dominance within a segment of a market. 

Similarly, it is possible to quickly enter a new market 
by acquiring significant works within that space from 
existing owners. Likewise, acquiring a copyright can 
avoid the expenses of long-term licensing. From a 
defensive standpoint, rights can also be acquired to 
avoid a claim of infringement, or possibly to settle 
existing claims.

Potential Pitfalls

While copyright registration of a work is not 
required, there are direct consequences and potential 
future risks to relying solely on unregistered rights. 

First, registration is required to file a suit for 
copyright infringement in federal court.9 While it is 
possible to file an application for registration at any 
time, certain rights may be lost if the application is filed 
more than three months after publication. For example, 
statutory damages (a statutorily-defined range that 
is available in place of establishing proof of actual 
damages) and attorney’s fees are available only if an 
application was filed within this three month period.10 
These rights can be invaluable, particularly because it 
can be very challenging to prove actual damages. 

Likewise, it can be financially infeasible for private 
individuals to obtain the assistance of an intellectual 
property litigation attorney without the prospects 
of statutory damages, as well as the potential for 
attorney’s fees. Therefore, delaying registration or 
electing nonregistration can have real consequences in 
the enforceability of rights.

Furthermore, foregoing registration renders 
copyright owners, prospective buyers, and prospective 
licensees vulnerable to incorrectly assuming that a 
work is fully protected, while in fact it may be ineligible. 

As stated above, copyrightable subject matter must 
be fixed in a tangible medium of expression, original 
works of an author, and not expressly excluded from 
protection. However, many of these requirements 
include terms of art that must be interpreted with 
caution, and foregoing registration precludes the ability 
to have the copyright office verify the same.

A work must be “fixed in a tangible medium of 
expression” for rights to be clearly defined and 
perceivable, which helps prevent mistakes and unfair 
practices. Notably, live performances such as concerts 
and sporting events are not fixed (unless recorded), 
and thus not protected under copyright law.11 However, 
if the event is recorded for subsequent broadcast, 
the broadcast version is protectable since the work 
has become fixed. For this reason, unauthorized 
dissemination of live performances is usually prevented 
by other legal measures, such as contract law.12

A copyrightable work also requires an author, which 
the Copyright Office interprets as a human.13 Therefore, 
works created by mechanical process, nature, or 
animals, are not protectable under copyright law. 

Similar authorship issues arise when works are 
created for others. Normally, copyright rights 
automatically vest in the author. However, in 
employee-employer relationships, the employer is 
considered the author (and thus, copyright owner) 
for works created within the scope of employment.14 
In contrast, independent contractors are the authors 
and copyright owners unless rights are assigned – in 
writing – to the hiring party.15 



Finally, copyrightable subject matter cannot be 
expressly precluded under 17 U.S.C. Section 102(b), 
which restricts protection for ideas, procedures, 
processes, systems, methods of operation, concepts, 
principles, and discoveries. Therefore, copyright 
protection is limited to only the expression of these 
nonprotectable attributes, not the nonprotected 
attributes themselves. 

In view of the foregoing, it is critical to understand 
the nuances of copyright eligibility and protection 
to properly assess the rights of a given work or 
the potential liability in view of works by others. 
Consultation with experienced intellectual property 
counsel is advised.

3) Trademarks
Trademarks and Service Marks (collectively, 

trademarks or simply “marks”) encompass a distinct 
form of intellectual property that protect words, names, 
symbols, or devices used to distinguish the goods or 
services of one sources from those offered by others. 

Trademark law, with its focus on goods and services, 
emanates from the “Commerce Clause” of the U.S. 
Constitution.16 In general, a trademark owner may 
exclude others from using a “confusingly similar” mark 
within the same or related segments of the market. 
This protects consumers and also prevents unfair 
competition by providing clear source-identification 
among vendors.

As with copyrights, trademarks can be registered 
or unregistered.17 To be registered or enforceable 
in unregistered form, a mark must already be in 
use in commerce for the sale of goods or services.18 
Protection is limited to the particular market segments 
where the mark is being used. In addition, a mark 
is only protectable if it is distinctive as representing 
a particular source of the good or service. This 
distinctiveness may either be inherent or through 
acquired secondary meaning from its use in commerce. 

Therefore, protection is not available for names that 
are generic, and is only available for names that merely 
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Figure 1 - Distinctiveness and Protection

describe the goods or services being offered if there is 
“secondary meaning” in the consuming public’s mind.19 

For example, “Yellow Hammer” would not be 
protectable for selling yellow colored hammers unless 
the consuming public recognized Yellow Hammer as 
a particular brand of hammers. Likewise, the name 
Hammer alone could not be protectable for hammers 
because it is generic. In contrast, “Apple” is inherently 
distinctive within the context of a computer device 
because the mark does not describe or even suggest the 
associated goods being sold.

Whether registered or not, trademark protection 
has the potential to last into perpetuity, provided the 
mark remains in use and retains its distinctiveness as a 
source identifier in the market.

Advantages of Ownership

In many industries, a trademark can significantly 
impact the value and success of a business. One 
example relates to the marks of competing blanket-
with-sleeves products. The “Slanket” was the first 
product to market. However, the “Snuggie” appears to 
have had broader brand appeal, and therefore greater 
trademark value, despite being substantially identical 
goods.20 This also demonstrates the potential value in 
acquiring an existing trademark over developing a new 
one. Purchasing an existing mark provides the instant 
benefits of established brand recognition, often referred 
to as “goodwill,” also paving the way for expanding into 
related markets. 

Federal registration of a mark provides further 
benefits over state registration or unregistered rights 
alone. In general, unregistered rights are limited to the 
physical regions in which the mark is actually used. 
Likewise, a state registration provides, at best, rights 
within the particular state granting them. 

In contrast, federal registration extends the 
protection to cover the entire U.S., preventing others 
from using the mark nationwide. This is particularly 
beneficial for a business that is growing over time. 
Without federal registration, another party is free 



to adopt the same mark in a separate region before 
the other business has developed unregistered rights 
within that region. 

Likewise, federal registration establishes a 
presumption of ownership and rights in a mark. 
Without this presumption, enforcing rights against 
an infringer first requires demonstrating sufficient 
use of the mark to establish unregistered rights. 
Demonstrating this usage creates uncertainty and can 
be an expensive undertaking, rendering enforcement 
much more challenging. Moreover, federal registration 
notifies the public of an owner’s rights upfront, which 
may prevent conflicts from arising in the first place.

Potential Pitfalls

The unique nature of trademarks as source indicators 
for goods and services also creates unique risks to 
long-term enforceability and value. Some risks relate to 
the global landscape and future expansion of the mark, 
whereas others relate to how the mark is actually used.

First, there is a risk for international conflicts as 
the use of a mark expands globally. In general, U.S. 
trademark rights (like those of patents and copyrights) 
offer protection only within U.S. territories, a principle 
known as “territoriality.” For this reason, trademark 
protection can and often should be obtained within 
each country in which protection is desired. However, 
for countries like the U.S. that require the mark to be 
“in use” to establish rights, it is not possible to prevent 
others from adopting the same mark in the interim.

Another risk arises when a mark becomes 
the household name for the generic product, a 
phenomenon known in trademark law as “genericide.” 
Some well-known examples of marks that became 
generic include “Zipper,” “Elevator,” and “Escalator.” 
These examples were each distinct brands until being 
adopted to generally describe the underlying goods 
being sold: closure devices, people lifts, and moving 
staircases.21 

Essentially, a mark becomes generic when the 
consuming public uses it as a noun rather than an 
adjective. Since a mark that has become generic is thus 
no longer distinctive as indicating a particular source, 
all rights in the mark are effectively lost.

4) Trade Secrets
In contrast to other forms of intellectual property, 

trade secrets are invisible to the public. There is no 
registration or examination for a trade secret and rights 
accrue simply by maintaining the secrecy of eligible 
information. Essentially, trade secrets rights allow 
an owner to enjoin others from disclosing, using, or 
otherwise benefiting from the information without 
permission, as well as providing recovery of damages. 

The same subject matter can often be protected 
as either a patent (which requires full disclosure) 
or a trade secret (which requires the prevention of 
disclosure). Therefore, selecting the appropriate vehicle 
for protection depends upon the underlying invention 
and the corresponding advantages and risks of both 
options.

Trade secrets can be concurrently protected at both 
the federal and state level as well as under common 
law. Federal protection under the Defend Trade 
Secrets Act (DTSA) of 201622 largely mirrors that of the 
Uniform Trade Secret Act, which has been adopted in 
nearly every state.23

Generally, information that is protectable as a trade 
secret:

1) includes a formula, pattern, compilation,
program, device, method, technique, or process;

2) must derive “independent economic value” from
not being generally known;

3) must not being readily ascertainable (by proper
means) by others; and

4) must be the subject of efforts to maintain its
secrecy.24

Advantages of Ownership

Trade secret protection can last into perpetuity, 
provided the information remains a secret. The 
underlying value of a trade secret derives from the 
successes of research and development, as well as 
established market performance, relative to the ability 
for others to provide competitive offerings. 

For information that is difficult to obtain, trade secret 
protection can secure a competitive advantage in the 
market for the foreseeable future. Furthermore, trade 
secret protection does not require public disclosure, 
which is one disadvantage of filing a patent application. 

For these reasons, trade secrets can have tremendous 
value, such as the recipe for Coca-Cola®, the process 
and know-how to manufacture WD-40®, and the search 
engine optimization algorithms used by Google®.25 

Potential Pitfalls

Although keeping valuable information a secret can 
be highly desirable, trade secret protection is not as 
robust as an enforceable patent. 

A corollary to trade secrets not requiring 
disclosure to the public is that there is no quid-
pro-quo “monopoly” granted for this information 
per se. In other words, if the information becomes 
available through legal means, including reverse 
engineering, there is no remedy against others using 
this information. Therefore, electing trade secret 
versus patent protection largely depends upon the 



difficulty for competitors to independently discover the 
information.

 Moreover, although the law provides remedies 
against a party who misappropriates a trade secret, 
the actual dissemination of this information cannot 
be erased. For example, once a trade secret is leaked 
on the internet, the act cannot be undone. Thus, while 
the owner can attempt to recover damages, any future 
rights in the information effectively evaporate. 

Therefore, it is critical to determine upfront whether 
newly developed information would be well protected 
as a trade secret. Alternatively, the more robust 
protection of a patent may be worth the compulsory 
disclosure and limited term of protection. 

If trade secret protection is chosen, this information 
must only be shared, even under a Non-Disclosure 
Agreement, on a need-to-know basis. Additionally, 
everyone privy to this information must be acutely 
aware of its status as a trade secret, as well as the 
consequences – both to themselves and to the owners – 
of its dissemination.

Conclusion: Seek Expert Advice 
The value and prevalence of intellectual property 

assets continues to grow over time, both among 
businesses and individuals alike. 

Each type of intellectual property has its own 
requirements, strengths, and weaknesses, and also 
provides distinct advantages and risks in practice. 
Many of these risks pertain to the validity of 
government-recognized rights, whereas others relate to 
the ways in which the intellectual property is used and 
protected during ownership. 

Due to the highly-complex nature of this area of 
law, enlisting the expertise of an intellectual property 
attorney can often mean the difference between a high-
valued monopoly and an asset with a reduced value or 
total loss of rights. 
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